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DETAILED ACTION 
Claim Objections 

1. Claims 2 and 3 are objected to because of the following informalities: Claims 2 and 3 
appear to overlap in the presented claims. Each claim should be 1 sentence form and start on a 
separate line of the page. Appropriate correction is required. 

2. Claims 5, 7, 9, 11, 14-16, and 19 are objected to because of the following informalities: 
It appears applicant has made an attempt to amend the dependency of the claims. Applicant is 
advised to strikethrough the text that should be deleted. Examiner has considered the claims 
using the dependency, which is either underlined, or not in brackets. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

4. Claims 8, 9, and 13 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Regarding the claims, the phrase "in particular" renders the 
claim indefinite because it is unclear what limitations are set forth by the claims. To be more 
specific, it is unclear if the limitations following the phrase are the only limitations to be 
considered or if those limitations are exemplary. ' 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-7 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by Senba et al 
[US 7,088,249 B2]. 

As for claim 1, Senba discloses a method for fitting a transponder with a chip and a coil 
to a metal body, characterized in that: 

a. the coil is wound in the form of a bar and is electrically connected at its ends to the 
electrical connections of the chip, forming a transponder (Figure 4, column 9 lines 12- 
29); and 

b. the transponder formed in this way is introduced in its entirety into a cavity in the 
metal body in such a manner that the coil axis lies parallel to the metal surface, and at 
least part of the coil is positioned in the region of a window in the metal body (Figures 8 
& 9, Figure 9, shows a slit (lie) that is interpreted as a window. Flux leakage path (12) 
is also interpreted as a window). 

As for claim 2, Senba discloses that the cavity is a groove in the surface of the metal 
body ((42) column 18, lines 10-26); 
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As for claim 3, Senba discloses that the transponder is introduced into the cavity in a 
manner that is essentially completely surrounded by metal except for the region of the window 
(See the figures); 

Regarding claim 4, Senba discloses that the transponder is introduced into a hole, which 
runs parallel to the surface of the metal body, as a cavity (See figures 8 & 9). 

As for claim 5, the window in whose region the coil is positioned is smaller than the 
transponder (See figure 9 (1 le)). 

As for claim 6, the window has a shorter length and/or a narrower width than the coil of 
the transponder (Senba discloses a slit (lie) with a narrower width than the coil (column 14, 
lines 48-53)). 

As for Claim 7, Senba discloses that the transponder is embedded in glass or a flexible 
resin forming a transponder (column 17, lines 6-10 (Flexible resin is viewed as an elastic 
material). 

As for claim 15, depending on any of the preceding claims, the coil is wound on a ferrite 
core (column 9, lines 23-29). 

7. Claims 16-18 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by Hadden 
et al [US 5,223,851]. 

As for claim 16, as best understood, Hadden discloses a transponder module having a 
transponder which has a chip and a coil, which is electrically connected to it, and is embedded in 
an elastic material, characterized in that the coil is wound in the form of a bar, the transponder is 
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introduced into a sleeve which is tubular, and the sleeve is filled with the elastic material 
(Figures 1, 4, and 5; column 3, lines 20-25; column 4, lines 45-60; and column 5, lines 14-35). 

As for claims 17 and 18, as best understood, the tubular sleeve is open at one end and 
closed at the other (column 4, lines 45-53). 

As for claim 20, the coil, which is in the form of a rod, is aligned parallel to the 
longitudinal axis of the sleeve (See figures 4 and 5). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 8-16, 18, 19, and 20 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Senba 

As for claim 8, as best understood, Senba does not disclose that a soft plastic material is 
used as the elastic material. As stated above in discussion of claim 7, Senba discloses the use of 
a flexible resin. However, using general knowledge, it would have been obvious to the skilled 
artisan at the time of the invention by the applicant to encapsulate the transponder in any well- 
known elastic material, including silicone or polyurethane. Applicant has not shown why the 
choice of these two materials would be advantageous over all other elastic materials. 

As for claims 9 and 10, as best understood, the transponder module is introduced into a 
sleeve composed of a non-metallic material (Senba column 17, lines 6-10). The glass or plastic 
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container taught by Senba is interpreted as a sleeve. It would have been obvious to one of 
ordinary skill in the art to provide additional layers of non-metallic material if the environment 
for mounting the transponder required a higher degree of transponder safety. 

As for claim 11, as best understood, the sleeve (container) is tubular and the transponder 
is introduced into the sleeve such that the coil axis runs parallel to the tube axis (See figures). 

As for claim 12, Senba discloses that the cavity in the metal body is encapsulated with a 
non-metallic elastic material once the transponder has been introduced (column 18, lines 20-26). 

As for claim 13, Senba discloses that resin is used as the encapsulation material (column 
18, lines 20-26). 

As for claim 14, Senba does not specifically disclose that the encapsulation material is 
harder than the elastic material in which the transponder is embedded. However, it would have 
been obvious to one of ordinary skill in the art that the elastic material for encapsulating the 
transponder would have been a softer material, so as to allow for flexibility. 

As for claim 15, depending on any of the preceding claims, the coil is wound on a ferrite 
core (column 9, lines 23-29). 

As for claim 16, the claim is interpreted and rejected using the same reasoning as claims 
1 and 7-10 above. 

As for claim 19, the coil is wound on a ferrite core (Senba, column 9, lines 23-29). 
Regarding claim 20, the coil is aligned parallel to the longitudinal axis of the sleeve (see 
Figures). 
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Conclusion 


10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric M. Blount whose telephone number is (571) 272-2973. The 
examiner can normally be reached on Monday-Thursday 8:00 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Wu can be reached on (571) 272-2964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


Eric M. Blount 
Examiner 
Art Unit 2612 



